TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore CALVERT, MElI STER, and CRAWFORD, Adm ni strative Patent

Judges.
CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 3, 6, 7, 10, 11, 13, 15, 16, 19 and 20,
which are all of the clainms pending in this application.

Clains 2, 4, 5, 8, 9, 12, 14, 17 and 18 have been cancel ed.

! Application for patent filed June 14, 1996.
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The appellants’ invention relates to a bag which has a
sidewal | having a support attached thereto. An understanding
of the invention can be derived froma readi ng of exenplary
claim1, which appears in the appendix to the appellants’
brief.

The references

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Rosenbl oom Jr. et al. 4,290, 468 Sep. 22,
1981

(Rosenbl oom

McBri de 5,439, 109 Aug. 8,
1995

(filed Dec. 28,
1993)

The rejection

Claims 1, 3, 6, 7, 10, 11, 13, 15, 16, 19 and 20 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
McBride in view of Rosenbl oom

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper

No. 13, nmil ed Decenber 15, 1997) for the examner's conplete
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reasoning in support of the rejections, and to the appellants’
brief (Paper No. 9, filed Septenber 12, 1997) for the

appel l ants’ argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellants and the
exam ner. As a consequence of our review, we make the
determ nations which foll ow.

The rejection in this case is under 35 U S.C. § 103. In
rejecting clainms under 35 U.S.C. 8 103, the exam ner bears the

initial burden of presenting a prima facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of

ordinary skill in the relevant art having the references
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before himto make the proposed conbi nati on or other

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

claimed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that woul d have | ed that individua
to conmbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ@d 1596, 1598 (Fed. Cr. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted without hindsight reconstruction of the invention
fromthe prior art. The exam ner nmay not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). CQur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
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appel l ants’ disclosure as a blueprint to reconstruct the
claimed invention fromthe isolated teachings of the prior

art. See, e.d., Gain Processing Corp. v. Anmerican

Mai ze- Products Co., 840 F.2d 902, 907, 5 USPRd 1788, 1792

(Fed. Cir. 1988).

Wth this as background, we analyze the prior art applied
by the examner in the rejection of the clains on appeal. The
exam ner is of the opinion that MBride discloses the clained
limtations except for the end cover forned integral with the
sidewal | and a support attached to the sidewall (exam ner’s
answer at page 5). The exam ner has cited Rosenbl oom for
di scl osing a bag having a sidewall on which a first
circunferential hoop 23 and a second circunferentia
hoop/ support 24 are attached. The second circunferentia

hoop/ support 24 is

made of netal or other stiff flexible material which retains
its circul ar shape when unrestrained (col. 3, lines 17-21).
The exam ner concl udes that:

It woul d have been obvious to one having

ordinary skill in the art in view of

Rosenbl oom ' 468 to nodify the device of
McBride so it includes a support attached
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to the sidewall of the device to retain the

interior conpartnment while the device lies

on the sidewall and also to facilitate

renmoving the cord out of the conpartnent.

[ exam ner’ s answer at page 5]
We do not agree. Rosenbl oom discloses:

The construction enpl oyi ng hoop nenbers 23

and 24 along with a plurality of vertica

stiffening nmenbers 25 permts the portion

of container body 20 between hoop nenbers

23 and 24 to nmaintain an upstandi ng

position 26 as shown in FIG 2 while the

nonsti ffened portion 26 coll apses upon

itself when there is nothing to hold it in

Its upstanding position as showmn in FIG 1

(Col. 3, lines 34 to 40).
The hoop nenbers 23 and 24 of Rosenbloomare utilized to help
mai ntain the container in an upright position, not to retain
the interior conpartnent while the device lies on the
sidewal|. MBride |likew se does not disclose that it is
desirable to lie the bag on its sidewall. In addition, it is
not necessary to include the hoop nenbers of Rosenbloomto
mai ntain the McBride bag in the upright position as MBride
i ncludes a base portion 14 which is sturdy enough to support
the device (Col. 4, lines 1 to 3; Figure 1).

Mor eover, Rosenbl oom di scl oses that the hoop nenbers 23

and 24 are utilized along with stiffening nmenbers 25 (col. 3,

lines 13-17). As such, Rosenbl oom woul d have suggested to a
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person of ordinary skill in the art to use the hoop nenbers
along with the stiffening nenbers 25. However, MBride
teaches that in operation, the portion of the bag just bel ow
the aperture is grasped to thereby create a bottl eneck so as
to clean the cord as it is placed in the bag (Col. 4, lines 21
to 31). Therefore, were the hoop nmenbers utilized with the
stiffening nenber 25 as suggested by Rosenbl oom the
stiffening nmenbers taught by Rosenbl oom would interfere with

the cleaning action of the MBride bag.
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In view of the above, we are in agreenent with the
appel l ants that there is no suggestion in the prior art to
conbi ne the teachings of McBride and Rosenbl oom The deci sion

of the exam ner is reversed.

REVERSED

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

JAMES M MEI STER APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge
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VEC/ ki s

Art hur J. Behi el

7041 Knool Center Parkway
Sui te 280

Pl easant on, CA 94566
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